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REMARKS 

Claims 2-6, 8-10, and 12-19 were pending when last examined. All pending claims 
are shown in the detailed listing above. 

Claim Rejections -35USC $ 103 

Claims 8-10 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 6,351,681 to Chih et al. in view of U.S. Publication 2004/0027150 to Miura et al. 
Applicant respectfully traverses. 

The Examiner admits that "Chih et al. do not disclose expressly measuring a standby 
current of the first integrated chip." But according to the Examiner, "It is, however, 
considered inherent that Chih et al. measure a standby current of the first integrated chip (see 
col. 4, lines 30-50), in order that standby mode can be switched from a normal operation 
mode by the disable control signal to provide a no-signal, high impedance condition at its 
output terminal." Applicant respectfully disagrees. 

The Examiner's argument that measuring a standby current of the first integrated chip 
is inherent in Chih et al. "in order that standby mode can be switched from a normal 
operation mode by the disable control signal" is completely contrary to the teachings of 
reference. Chih et al. discloses that "Typically, the set of control inputs required to disable 
the memory circuit 50 would be generated via a tester external to the multi-chip module. 
However, some form of self-test such as a BIST algorithm and/or BIST hardware may 
generate these control signal inputs." Chih et al, col. 4, lines 51-55. Thus, it is clear that the 
disable signal in Chih et al. is not dependent or related in any way to the measurement of a 
standby current. Indeed, Chih et al. does not mention standby current at all. 

Due to the complete lack of disclosure of "standby current" in Chi et al. and the 
contrary teachings of the reference itself, the only way for the Examiner to make the 
rejection of these claims is to look to the present Application for guidance. This constitutes 
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impermissible hindsight reconstruction of the claimed invention. Accordingly, the 
Examiner's rejection of claim 9 cannot stand. 

In light of the above, Applicant respectfully requests that the rejection of Claim 9 
under 35 U.S.C. § 103(a) be withdrawn and this claim be allowed. Furthermore, each of 
Claims 8 and 10 depend from Claim 9 and include further limitations. For at least these 
reasons, Applicant respectfully requests that the rejection of Claims 8 and 10 under 35 
U.S.C. § 103(a) also be withdrawn and these claims be allowed. 



Allowable Subject Matter 

Applicant appreciates the Examiner's indication that Claims 2-6 and 12-19 are 
allowed. 

In the Office Action, the Examiner gave a number of reasons for allowance of the 
claims. Applicant respectfully notes that not every reason for allowance applies to each of 
allowed claims. Applicant also respectfully notes that the claims include other patentable 
aspects that were not identified by the Examiner. This response is submitted to avoid the 
possibility of any unnecessary limitation on the scope of the claims which might result from 
the Examiner's stated reasons for allowance. 
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CONCLUSION 

Applicant respectfully requests that the pending claims be allowed and the case 
passed to issue. Should the Examiner wish to discuss the Application, it is requested that the 
Examiner contact the undersigned at (415) 772-7428. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with 
the United States Postal Service on the date shown below with 
sufficient postage as first class mail in an envelope addressed 
to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450. . 

Date Signature 

August 19, 2005 

SIDLEY AUSTIN BROWN & WOOD LLP 
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(415) 772-7200 



Respectfully submitted, 
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Philip W. Woo 
Attorney of Record 
Registration No. 39,880 
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